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DETAILED ACTION 

This communication is responsive to RCA filed on 4/14/2005. 

Specification 

1 . The disclosure is objected to because of the following informalities: 

On page 7, line 26, the numeral character 302 should be changed to 202. 

On page 8, line 14, the word "lines" should be changed to wires. And the numeral 
character 316 should be deleted. 

In the amendment to the specification filed on 4/14/2005 , Applicant amended 
the paragraph beginning on page 8, line 4. However, the same paragraph had been 
previously amended on 8/3/2004. Examiner assumes that Applicant inadvertently 
overlooked the previous amendment. Applicant is required to amend the paragraph 
beginning on page 8, line 4 in accordance with the previous amendment filed on 
8/3/2004. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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3. Claims 1, 4-12, 13-21 are rejected under 35 U.S.C. 112. second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 1 , it is not clear what is meant by "automatically detecting if a DSL 
communication circuit exists on said analogue telephone line". More specifically, as 
understood from the specification, and as indicated in claim 13, the DSL circuit is built in 
the DSL modem. The existence of the DSL circuit on the DSL modem does not require 
any detection of the existence of the DSL circuit, because such existence is a priori 
known. Therefore, it is not clear, if the claimed limitation addresses another DSL circuit 
other than the one in the modem, or it means that a " hardware connection" exist 
between the analogue line and the DSL circuit of the modem. It is within this latest 
meaning that Examiner had interpreted the claimed limitation in the rejection of the 
claims. 

With regard to claims 4-12, claims 4-12 depends from claim 1 , thus they are 
subject to the same rejection. 

Regarding claim 13, the claimed "determining available communication 
resources on the analog telephone line" and automatically configuring the DSL modem 
based on the available communication resources" are confusing, because it is not clear 
what the communication resources consist of. More specifically, the fact that dependent 
claims 15, 18 respectively specify that the storing results of ascertaining and testing 
step are part of the available resources (claim 15) and storing the response signal as 
part of the available resources (claim 18), cast a doubt to what other than the specified 



Application/Control Number: 09/668,623 Page 4 

Art Unit: 2662 

communication resources can be as indicated in base claim 13. In addition the 
terminology of "communication resources" is well known in the art to mean available 
bandwidth, capacity or processing components, and therefore the meaning of the 
claimed available resources is vague since it does not complies with known 
terminology. 

Claims 14, 16, 17, 19-21 depends from claim 13, thus they are subject to the 
same rejection. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

4. Claims 1 and 4 are rejected under 35 U.S.C. 102(e) as being anticipated by Burd 
et al, US (6,874,041 ), Hereinafter referred to as Burd. 
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Regarding clainn 1 , with reference to figures 6A and 1 1 , Burd discloses a method 
for automatic configuration of a DSL modem 200 connected to an analogue line 204, 
comprising: 

Automatically determining the presence or absence of a connection between a 
DSLM at a central office and communication circuitry 214 (claimed automatically 
determining available communication resources on the analogue communication line) 
comprising: 

Initiating the automatic configuring of the DSL modem by transmitting over an 
inner pair a tone request or other similar request to the DSLAM equipment, monitoring 
for an acknowledgment tone on the inner pair (claimed automatically detecting if a DSL 
communication circuit exist on the analog telephone line); 

If a tone is received over the inner pair within a predetermined period of time, 
initialization process is enabled on the inner pair, (claimed establishing a first 
connection between a first pair of wires of the analog telephone line and the DSL 
modem); (Examiner interpreted the time-out period for receiving acknowledge signal as 
being the claimed ascertaining whether a DSL communication circuit exist on the first 
connection (see column 10, lines 40-46)); 

If a determination is made that an acknowledgment is not received within the 
time-out period, initiating a connecting to outer pair, (see column 10, lines 50-61) 
(claimed generating a second connection between a second pair of wires of the analog 
telephone line and the DSL modem); transmitting a tone request on the outer pair to the 
DSLAM at the central office, and monitor for an acknowledge tone (see column 10, lines 
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62-65), (claimed testing whether a DSL communication circuit exists on said second 
connection); 

It is inherent to Burd that some communication parameters determined in the 
configuring the DSL modem should be saved, because they need to be used in 
communicating with remote devices, for example, as indicated above, once Burd 
receive an acknowledgment from the inner pair, it doesn't send another tone over the 
outer pair, and therefore some form of storing the results of the ascertaining and testing 
results are inherently taken in consideration) (claimed storing results of the ascertaining 
steps as at least part of said available resources). 

Regarding claim 4, Burd discloses a relay 230 (figure 6) (or a switch, figure 7, 
unit 21 1 ) for switching between the inner and outer connections; see column 7, lines 34- 
52 and column 10, 50-61 . (Claimed establishing and generating steps further comprise 
the step of switching between the first and second connections using a relay). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 5-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Burd in view of Lo, US 2002/0026504. Hereinafter referred to as Lo. 



Application/Control Number: 09/668.623 Page 7 

Art Unit: 2662 

Regarding claim 5, in addition to the above (claim 1), Burd discloses transmitting 
a tone to DSLAM or remote communication apparatus and receiving an 
acknowledgment from the remote communication apparatus; see column lines 56-61, 
(The remote apparatus can be connected to the Internet, see figure 1). (Claimed 
determining the communication resources comprises automatically identifying 
communication route for communications between the DSL modem and a 
communication network). 

Burd does not specify that the route is a virtual. 

However, Lo discloses automatically identifying a virtual communication route for 
communicating between a broadband modem and a broadband network 120, see 
paragraph [0021]. It would have been obvious to a person of ordinary skill in the art, at 
the time of the invention to enable the DSL modem of Burd to implement the virtual 
route identification as taught by Lo so that the remote devices of Burd can be located 
in virtual networks. It would be advantageous to adapt the automatic configuration of 
Lo' DSL modem to a variety of networks. 

Regarding claim 6, Burd discloses a test signal (tone signal) and an 
acknowledgment to the test signal as indicated above with reference to claim 1 . 

Burd doesn't disclose a plurality of test signal and storing the acknowledgment 
signal. 

However, Lo discloses transmitting multiple discover packets by broadband 
modem, see paragraph [0020]. (Reads on transmitting a plurality of test signals to the 
communication network); and storing a response signal, see [0023]. It would have been 
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obvious to a person of ordinary skill in the art, at the time the invention was made to use 
a plurality of test signal as taught by Lo in lieu of one test signal of Burd so to increase 
reliability in determining the existence of a connection between the DSL modem of Lo 
and the DSLAM (or remote device); in addition storing the response to the test signal 
would result in reducing the processing in the automatic configuration of Lo modem by 
not sending further tests to the other pair (outer pair). 

Regarding claim 7, Burd doesn't disclose the transmitting step of test signal 
comprise sending a plurality of test cells to an ATM network, where each test cell 
contains a different test VPIA/CI pair. 

However, Lo discloses that the plurality of sets of configuration values includes a 
subset of commonly used VPI values and VCl values. The broadband modem 
transmits these values to a network access device by way of discover packets until a 
correct configuration match is found. See [0009]. (Reads on sending a plurality of test 
cells to an ATM network, where each test cell contains a different test VPIA/CI pair). 

Regarding claim 8, Burd doesn't disclose the receiving step further comprises the 
step of acquiring a single response cell from ATM network, where the single response 
cell contains a single response VPI/VCI pair for communicating with the ATM network. 

However, Lo discloses that the broadband modem determine the correct 
configuration information from the received response packet, and determine the 
presence of broadband service associated with the correction configuration 
information, and that correct configuration information includes a VPI value, a VCl 
value. See paragraph [0021]. (Reads on receiving step further comprises the step of 
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acquiring a single response cell fronn the ATM network, where the single response cell 
contains a single response VPIA/CI pair for communicating with the ATM network). 

Regarding claim 9, Burd discloses a DSLAM at a central office and transmitting 
test signal to the DSLAM and receiving a response to the test signal as indicated 
above with reference to claim 1 , except that Burd doesn't discloses prior to acquiring a 
response to the test signal, matching a response VPIA/CI pairs with a VPI/VCI pair 
contained in within a static list of at least some VPI/VCI pairs that the DSLAM is 
configured with. 

However, with reference to figure 1 and 2, Lo discloses a DSLAM between the 
broadband network 120 (ATM network) and the broadband modem, Lo also discloses 
a search module 224 (figure .2) configured to determine which set of configuration 
values stored in configuration table 220 is appropriate for establishing communications 
between broadband modem 160 and access concentrator 190 through the DSLAM, 
and that the search module select a set of configuration values (i.e.: VPI, VCI) from a 
configuration table (claimed static list of VPI/VCI pairs), see paragraph [0019] and that 
in response to the discover packet a determination is made with the proper VPI/VCI 
pair (indicated above). (Reads on matching a response VPI/VCI pairs with a VPIA/CI 
pair contained in within a static list of at least some VPI/VCI pairs that the DSLAM is 
configured with). 

Therefore, It would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made to use the testing method of Lo of transmitting ATM 
test cells and acquiring a response having a single VPI/VCI pair in the auto configuring 
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modem of Lo and using the VPIA/CI matching as taught by Lo along the DSLAM 
preconfigured VPIA/CI set up applied to the DSLAM of Burd so that auto configuring 
can be carried out using remote devices connected to ATM networks. The advantage 
would be the ability to adapt the Modem of Lo, after the automatic configuration, to 
communicate over existing ATM networks to the remote devices using established 
ATM communication standards and taking advantage of the capabilities provided by 
the DSLAM in providing the ATM connections. 

Regarding claim 10, Burd in view of Lo disclose all the limitation of the parent 
claim 8, and in addition it discloses the responses to discover packet are provided by 
access devices, such as access concentrator 190, See Lo [0010]. 

Burd in view of Lo do not explicitly disclose retrieving the response packet from a 
configuration server. 

However, Lo discloses that other network devices for providing a response are 
within the scope of the invention. See [0014]. 

Therefore, it would have been obvious to an ordinary person of skill in the art, at 
the time the invention was made to use a configuration server for providing responses 
instead of the access concentrator so that the system of Burd in view of Lo would have 
more flexibility to configure Modems as the demand for service increases. 

Regarding claim 1 1 , with reference to figurel , Burd discloses that the 
acknowledgment can be received from a communication device at a remote location. 
See column 10, lines 31-39. (Examiner interpreted the communication device at a 
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remote location as being the claimed retrieving the response cell from a host via the 
Internet, remote device. 

Regarding claim 12, with reference to figure 1 , Burd discloses that the 
acknowledgment is received from a DSLAM. See column 10, lines 27-31 . 
Claims 13-21: 

Regarding claim 13, with reference to figures 6 and 7. Burd discloses an auto- 
configuring DSL modem comprising: 

A communication circuitry 214 that communicate data along an analogue line 
(outer pair of wires 206 and inner pair of wires 208) (claimed DSL circuit that 
communicate data along an analogue telephone line); 

A relay 210 for switching a connection between the communication circuitry and 
a first pair of wires 208 of the analog line and a second pair of wires 206 of the analog 
telephone line (claimed a relay for switching a connection between the DSL circuit and 
a first pair of wires of the analogue telephone line and a second pair of wires of the 
analog telephone line); see column 7, lines 12-42 

Burd further discloses connecting the communication circuitry to the analogue 
telephone line, see column 10, lines 27-49, (claimed connecting the DSL circuit to the 
analogue telephone line); and if a tone is received over the inner pair within a 
predetermined period of time, initialization process is enabled on the inner pair, (see 
column 10, lines 40-46)); and If a determination is made that an acknowledgment is not 
received within the time-out period, initiating a connecting to outer pair, (see column 10, 
lines 50-61) (claimed generating a second connection between a second pair of wires of 
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the analog telephone line and the DSL modem); transmitting a tone request on the outer 
pair to the DSLAM at the central office, and monitor for an acknowledge tone (see 
column 10, lines 62-65), (claimed determining available communication resources on 
the analogue telephone line; and automatically configuring the DSL modem based on 
the available communication resources). 

Burd does not disclose a memory having instmction for implementing the steps 
indicated above of connecting, determining and automatic configuring. 

Regarding claim 14, Burd discloses initiating the automatic configuring of the 
DSL modem by transmitting over an inner pair a tone request or other similar request to 
the DSLAM equipment, and monitoring for an acknowledgment tone on the inner pair. 
See column 10, lines 40-46. (Claimed automatically detecting if a DSL communication 
circuit exist on the analogue telephone line). 

Burd doesn't disclose a memory having instructions for implementing the step of 
detecting. 

Regarding claim 15, as indicated above with reference to claim 1 , Burd discloses 
all the steps of claim 15, except it does not disclose a memory having instruction for 
implementing the steps. 

Regarding claim 16, as indicated above with reference to claim 1 and 13, Burd 
discloses the steps establishing the first connection and generating a second 
connection and switching between connections using the relay 210. Burd does not 
disclose a memory having instruction for implementing these steps. 



Application/Control Number: 09/668,623 Page 13 

Art Unit: 2662 

Regarding claims 17-21 claims 17-21 have the same scope of respective claims 
5-9, with the difference of having the instruction for implementing the various steps. 

However, Lo with reference to figure 2, discloses a broadband modem having a 
memory 204 comprising instructions for implementing various steps for automatic 
configuration of the modem. See paragraph [0014], [0019] and [0021]. 

Therefore, it would have been obvious to a person of ordinary skill in the art, at 
the time the invention was made to provide the modem of Burd with a memory similar to 
that of Lo, having the necessary instructions codes, so that the auto-configuration steps 
of Burd can be implemented. A skilled artisan would be motivated to do so by realizing 
the need of some storage means for storing the necessary instruction codes for 
implementing the various steps of Burd in view of Lo auto-configuration applied to 
different type of DSL modem services. (Burd column 8, lines 52-54). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Eames, US (6,282,189); Swisher et al, US 202/0191644; Turner, 
US (6,728,309); and Binder, US (2005/01 17603). 

7. The Examiner had accepted the changes made to the specification and drawings 
1 and 2. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AHMED ELALLAM whose telephone number is (571) 
272-3097, The examiner can normally be reached on 9-5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kizou Hassan can be reached on (571) 272-3088. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



AHMED ELALLAM 
Examiner 
Art Unit 2662 
June 23, 2005 
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